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Reply To Restriction Requirement 



TECH CENTER 1600/2900 



Commissioner for Patents 
PO Box 1450 

Alexandria, VA 22313-1450 



Sir: 



In reply to the Office Action dated June 26, 2003, requesting an election of one 
invention to prosecute in the above-referenced patent application, Applicants hereby 
provisionally elect to prosecute the invention of Group I, represented by claims 1-6. This 
election is made without prejudice to or disclaimer of the other claims or inventions 
disclosed. 

This election is made with traverse. 

Group I (claims 1 -6) is drawn to a method of identifying a compound that modulates 
sister chromatid separation. Group II (claims 7-9) is drawn to a peptide that can be used to 
develop compounds that modulate sister chromatid separation. Group III (claim 10) is 
drawn to a compound identified by the method in Group I that modulates sister chromatid 
separation. All three groups are directed toward the identification of compounds or 
individual compounds that modulate sister chromatid separation. As a result, a prior art 
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search for Group I would encompass Group II and Group m rather then requiring separate 
searches as the Examiner states. 

Furthermore, even where two patentably distinct inventions appear in a single 
application, restrictions remain improper unless the Examiner can show that the search and 
examination of both groups would entail a serious burden. See M.P.E.P. § 803. 

Reconsideration and withdrawal of the Restriction Requirement, and consideration 
and allowance of all pending claims, are respectfully requested. 

It is not believed that extensions of time are required, beyond those that may 
otherwise be provided for in accompanying documents. However, if additional extensions 
of time are necessary to prevent abandonment of this application, then such extensions of 
time are hereby petitioned under 37 C.F.R. § 1.136(a), and any fees required therefor are 
hereby authorized to be charged to our Deposit Account No. 19-0036. 



Respectfully submitted, 



Sterne, Kessler, Goldstein & Fox p.l.l.c. 




Judith U. Kim 
Attorney for Applicants 
Registration No. 40,679 




1 100 New York Avenue, N.W. 
Washington, D.C. 20005-3934 
(202) 371-2600 



::ODMA\MHODMA\SKGF_DC 1 ; 1 59639 ; 1 
SKGFrev 1/26/01 mac; 4/22/03 svb 



Qsteme Kessler 
Goldstein Fox 




Robert Greene Steme 
Edward J. Kessler 
Jorge A. Goldstein 
David K.S. Cornwell 
Robert W.Esmond 
Tracy-Gene G. Durkin 
MicheleA. Cimbala 
Michael B. Ray 
Robert E. Sokohl 
Eric K. Steffe 
Michael Q. Lee 
Steven R. Ludwig 
John M. Covert 
Linda E. Alcorn 
Robert C Millonig 
Lawrence B. Bugaisky 
Donald J. Featherstone 
Michael V.Messinger 



Judith U. Kim 
Timothy J. Shea, Jr. 
Patridc E. Garrett 
Heidi L Kraus 
Edward W.Yee 
Albert L Ferro* 
Donald R. Banowit 
PeterAJackman 
Molly A. McCall 
Teresa U. Medler 
Jeffreys. Weaver 
Kendrick P. Patterson 
Vincent L Capuano 
Albert J. Fasulo H* 
Eldora Ellison Floyd 
Thomas C. Fiala . 
Brian J. Del Buono 
Virgil Lee Beaston* 

July 28, 2003 



Kimberty N. Reddick 
Theodore A. Wood 
Elizabeth J. Haanes 
Bruce E. Chalker 
Joseph S. Ostroff 
Frank R. Cottingham 
Christine M. Lhulier 
Rae Lynn Prengaman 
Jane Shershenovich* 
Lawrence J. Carroll* 
George S. Bardmesser 
Daniel A. Klein* 
Rodney G. Maze 
Jason D. Eisenberq 
Michael A. Specht 
Andrea J. Kamage 
Tracy L. Muller* 
Jon E. Wright* 



LuAnne M. Yuricek* 

Registered Patent Agents * 
Karen R. Markowicz 
Nancy J. Leith 
Ann E. Summerfield 
Helene C. Carlson 
Gaby L Longsworth 
Matthew J. Dowd 
Aaron L. Schwartz 
Angelique G. Uy 
Mary B.Tung 
Katnna Y. Pet 
Bryan L Skelton 
Robert A. Schwartzman 
John J. Figueroa 
Timothy A Doyle 
Jennifer R. Mahalingappa 



Writer 9 s Direct Number: 

(202)772-8678 




Teresa ArCi 
Jeffrey S. Lundgren 
Victoria S. Rutherford 

Of Counsel 
Kenneth C. Bass III 
Lisa A. Dunner 
Evan R. Smith 



•Admitted only in Maryland 
♦Admitted only in Virginia 
•Practice Limited to 
Federal Agencies 



Commissioner for Patents 
PO Box 1450 

Alexandria, VA 22313-1450 



Art Unit 1652 



Sir: 



Re: U.S. Utility Patent Application 

Appl. No. 10/051,311; Filed: January 22, 2002 

For: Method for Identifying Compounds Modulating Sister Chromatid 

Separation RECEIVED 

Inventors: Peters et ah 

OurRef: 0652.229000 1/JUK/Y-W J(JL % g 2 003 

TECH CENTER 1600/2900 

Transmitted herewith for appropriate action are the following documents: 

1 . Reply to Restriction Requirement; and 

2 . One ( 1 ) return postcard. 

It is respectfully requested that the attached postcard be stamped with the date of filing of 
these documents, and that it be returned to our courier. In the event that extensions of time are 
necessary to prevent abandonment of this patent application, then such extensions of time are 
hereby petitioned. 

The U.S. Patent and Trademark Office is hereby authorized to charge any fee deficiency, 
or credit any overpayment, to our Deposit Account No. 19-0036. 



Respectfully submitted, 

Sterne, Kessler, Goldstein & Fox p.l.l.c. 

Judith U. Kim 
Attorney for Applicants 
Registration No. 40,679 

JUK/Y-W:cpn 
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